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United States Patent and Trademark 
Office 
Box PCT 

Washington, D.C.20231 
ETATS-UNIS D'AMERIQUE 

in its capacity as elected Office 
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00537/1 69 W01 


International filing date (day/month/year) 
03 May 1999 (03.05.99) 


Priority date (day/month/year) 
05 May 1998 (05.05.98) 


Applicant 

CHOREV, Michael etal 



1 . The designated Office is hereby notified of its election made: 

| X | in the demand filed with the International Preliminary Examining Authority on: 

02 December 1999 (02.12.99) 

| | in a notice effecting later election filed with the International Bureau on: 



2. The election | X | was 

| | was not 

made before the expiration of 19 months from the priority date or, where Rule 32 applies, within the time limit under 
Rule 32.2(b). 





Authorized officer 


The International Bureau of WIPO 


34, chemin des Colombettes 


Aino Metcalfe 


121 1 Geneva 20. Switzerland 




Facsimile No.: (41-22) 740.14.35 


Telephone No.: (41-22)338.83.38 


Form PCT/IB/331 (July 1992) 


3020376 
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INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY 
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RECEIV 
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MAY 9 ? ZUuO 



TSAO. Y. Rocky et al. 
FISH & RICHARDSON P C. 
225 Franklin Street 

Boston. Massachusetts 021 10-2804F1SH & 
ETATS-UNIS D'AMERIQUE BOSTON 



D 



PCT 



NOTIFICATION OF TRANSMITTAL OF 

RICHARDSON, RC.the international preliminary 

OFFICE EXAMINATION REPORT 

(PCT Rule 71.1) 



Date of mailing 
(day/month/year) 



12.05.2000 



Applicant's or agents We reference 
00537/1 69WQ1 


IMPORTANT NOTIFICATION 


Internationa] application No. 
PCT/US99/09521 


International filing date (day/month/year) 
03/05/1 999 


Priority date (day/month/year) 
05/05/1998 


Applicant 

SOCIETE DE CONSEILS DE RECHERCHES ET ... et al. 



1 . The applicant is hereby notified that this International Preliminary Examining Authority transmits herewith the 
international preliminary examination report and its annexes, if any, established on the international application. 



2. A copy of the report and its annexes, if any, is being transmitted to the International Bureau for communication 
to all the elected Offices. 



Where required by any of the elected Offices, the International Bureau will prepare an English translation of the 
report (but not of any annexes) and will transmit such tra qo l ot i g n ^ ^^^fi^^buired '"* 



4. REMINDER 



Reviewed 
Inftitb: 



as 



Reviewed By Bfflfeg Secretary 

Tnftiflh : 

The applicant must enter the national phase before each fe l e c te d OT hcg-by pB r lufmlny ommir 
translations and paying national fees) within 30 months from the priority date (or later in some Offices) (Article 
39(1)) (see also the reminder sent by the International Bureau with Form PCT/IB/301). 



acts (filing 



Where a translation of the international application must be furnished to an elected Office, that translation must 
contain a translation of any annexes to the international preliminary examination report. It is the applicant's 
responsibility to prepare and furnish such translation directly to each elected Office concerned. 

For further details on the applicable time limits and requirements of the elected Offices, see Volume II of the 
PCT Applicant's Guide. 



Name and mailing address of the I PEA/ 



European Patent Office 
D-80298 Munich 

Tel. +49 89 2399 - 0 Tx: 523656 epmu d 
Fax: +49 89 2399 - 4465 



Authorized officer 
Vullo. C 

Tel. +49 89 2399-8061 



Form PCT/IPEA/416 (July 1992) 
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INTERNATIONAL SEARCH REPORT 

(PCT Article 18 and Rules 43 and 44) 



Applicant's or agent's file reference 

00537/169W01 


FOR FURTHER see Notification of Transmittal of International Search Report 

(Form PCT/ISA/220) as well as, where applicable, item 5 below. 

ACTION 


International application No. 

PCT/ US 99/09521 


International filing date (day/month/year) 

03/05/1999 


(Earliest) Priority Date (day/month/year) 

05/05/1998 


Applicant 

SOCIETE DE CONSEILS DE RECHERCHES ET 0 'APPLICATION 



This International Search Report has been prepared by this International Searching Authority and is transmitted to the applicant 
according to Article 18. A copy is being transmitted to the International Bureau. 

This International Search Report consists of a total of 5 sheets. 

[X] It is also accompanied by a copy of each prior art document cited in this report. 



1 . Basis of the report 

a. With regard to the language, the international search was carried out on the basis of the international application in the 
language in which it was filed, unless otherwise indicated under this item. 

| | the international search was carried out on the basis of a translation of the international application furnished to this 
Authority (Rule 23.1(b)). 

b. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international search 
was carried out on the basis of the sequence listing : 

| | contained in the international application in written form. 

filed together with the international application in computer readable form. 



□ 

m 
ru 

m 



furnished subsequently to this Authority in written form, 
furnished subsequently to this Authority in computer readble form. 

the statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

the statement that the information recorded in computer readable form is identical to the written sequence listing has been 
furnished 



2. 
3. 



[X] Certain claims were found unsearchable (See Box I). 
[ | Unity of invention is lacking (see Box II). 



4. With regard to the title, 

fX] the text is approved as submitted by the applicant. 

| I the text has been established by this Authority to read as follows: 



5. With regard to the abstract, 

[X] the text is approved as submitted by the applicant. 

I | the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box III. The applicant may, 
' — ' within one month from the date of mailing of this international search report, submit comments to this Authority. 

6. The figure of the drawings to be published with the abstract is Figure No. =n 



| | as suggested by the applicant. Q None of the figures. 

| | because the applicant failed to suggest a figute 

[ | because this figure better characterizes the m . n 



Form PCT/ISA/210 (first sheet) (July 1998) 



International application no. 
INTERNATIONAL SEARCH REPORT PCT/US 99/ 09521 



B x I Observations where certain claims were found unsearchable (Continuation of item 1 f first sheet) 

This International Search Report has not been established in respect of certain claims under Article 17(2)(a) for the following reasons: 

1. | X | Claims Nos.: 

because they relate to subject matter not required to be searched by this Authority, namely: 

Remark: Although claims 4-6,8,16-22,30-47 are directed to a diagnostic 
method practised on the human/animal body, the search has been 
carried out and based on the alleged effects of the compound/ 
composition. 

2. [Y] Claims Nos.: 

because they relate to parts of the International Application that do not comply with the prescribed requirements to such 
an extent that no meaningful International Search can be carried out, specifically: 

claims: 1-10,13,14,16-47 (partially) 

see FURTHER INFORMATION sheet PCT/ISA/210 

3. | | Claims Nos.: 

because they are dependent claims and are not drafted in accordance with the second and third sentences of Rule 6.4(a). 

Box II Observations where unity of invention is lacking (Continuation of item 2 of first sheet) 

This International Searching Authority found multiple inventions in this international application, as follows: 



1 . I I As all required additional search fees were timely paid by the applicant, this International Search Report covers all 
' ' searchable claims. 

2. | | As all searchable claims could be searched without effort justifying an additional fee, this Authority did not invite payment 

of any additional fee. 



3. I I As only some of the required additional search fees were timely paid by the applicant, this International Search Report 
' ■ covers only those claims for which fees were paid, specifically claims Nos.: 



4. | | No required additional search fees were timely paid by the applicant. Consequently, this International Search Report is 
restricted to the invention first mentioned in the claims; it is covered by claims Nos.: 



Remark on Protest | | The additional search fees were accompanied by the applicant's protest. 

| | No protest accompanied the payment of additional search fees. 
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FURTHER INFORMATION CONTINUED FROM PCT/ISA/ 210 



Continuation of Box 1.2 

Claims Nos.: 1-10,13,14,16-47 (partially) 



Present claims 1-6 relate to compounds defined by reference to a 
desirable characteristic or property, namely the selective binding to the 
PTH2 receptor. 

The claims cover all products having this characteristic or property, 
whereas the application provides support within the meaning of Article 6 
PCT and/or disclosure within the meaning of Article 5 PCT for only a very 
limited number of such products. In the present case, the claims so lack 
support, and the application so lacks disclosure, that a meaningful 
search over the whole of the claimed scope is impossible. Independent of 
the above reasoning, the claims also lack clarity (Article 6 PCT). An 
attempt is made to define the product by reference to a result to be 
achieved. Again, this lack of clarity in the present case is such as to 
render a meaningful search over the whole of the claimed scope 
impossible. 

In addition, claims 7-10,13,14,16-47 relate to an extremely large number 
of possible compounds. Support within the meaning of Article 6 PCT and 
disclosure within the meaning of Article 5 PCT is to be found, however, 
for only a very small proportion of the compounds claimed. In the present 
case, the claims so lack support, and the application so lacks 
disclosure, that a meaningful search over the whole of the claimed scope 
is impossible. 

Consequently, the search has been carried out for those parts of the 
claims which appear to be clear, supported and disclosed, namely those 
parts relating to the products mentioned in the claims 11,12 and 15, and 
extended to claims 16-47 as far as they refer to the searched 
subject-matter. 

The applicant's attention is drawn to the fact that claims, or parts of 
claims, relating to inventions in respect of which no international 
search report has been established need not be the subject of an 
international preliminary examination (Rule 66.1(e) PCT). The applicant 
is advised that the EPO policy when acting as an International 
Preliminary Examining Authority is normally not to carry out a 
preliminary examination on matter which has not been searched. This is 
the case irrespective of whether or not the claims are amended following 
receipt of the search report or during any Chapter II procedure. 



PC" 



^national Application No 

PCT/US 99/09521 



A. CLASSIFICATION OF SUBJECT MATTER 

IPC 6 C07K14/635 A61K38/29 



According to International Patent Classification (IPC) or to both national classification and IPC 



B. FIELDS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 

IPC 6 C07K A61K 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practical, search terms used) 



C. DOCUMENTS CONSIDERED TO BE RELEVANT 



Category ° Citation of document, with indication, where appropriate, of the relevant passages 



Relevant to claim No. 



GARDELLA T J ET AL: "CONVERTING 
PARATHYROID HORMONE-RELATED PEPTIDE 
(PTHRP) INTO A POTENT PTH-2 RECEPTOR 
AGONIST" 

JOURNAL OF BIOLOGICAL 
CHEMISTRY, US, AMERICAN SOCIETY OF 
BIOLOGICAL CHEMISTS, BALTIMORE, MD, 
vol. 271, no. 33, page 19888-19893 
XP002046999 

ISSN: 0021-9258 
cited in the application 

-/-- 



Further documents are listed in the continuation of box C. 



Patent family members are listed in annex. 



° Special categories of cited documents : 

"A" document defining the general state of the art which is not 
considered to be of particular relevance 

"E" earlier document but published on or after the international 
filing date 

"L" document which may throw doubts on priority claim(s) or 
which is cited to establish the publication date of another 
citation or other special reason (as specified) 

"O" document referring to an oral disclosure, use, exhibition or 
other means 

"P" document published prior to the international filing date but 
later than the priority date claimed 



later document published after the international filing date 
or priority date and not in conflict with the application but 
cited to understand the principle or theory underlying the 
invention 

document of particular relevance; the claimed invention 
cannot be considered novel or cannot be considered to 
involve an inventive step when the document is taken alone 

document of particular relevance; the claimed invention 
cannot be considered to involve an inventive step when the 
document is combined with one or more other such docu- 
ments, such combination being obvious to a person skilled 
in the art. 

document member of the same patent family 



Date of the actual completion of the international search 

26 November 1999 


Date of mailing of the international search report 

14/12/1999 


Name and mailing address of the ISA 

European Patent Office, P.B. 5818 Patentlaan 2 
NL-2280 HVRijswijk 
Tel. (+31-70) 340-2040, Tx. 31 651 epo nl, 
Fax: (+3 1 -70) 340-30 1 6 


Authorized officer 

Cervigni, S 
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C.(Contlnuatlon) DOCUMENTS CONSIDERED TO BE RELEVANT 


Category ° 


Citation of document, with indication, where appropriate, of the relevant passages 


Relevant to claim No. 


A 

A 

A 
A 

A 
A 


USDIN TB: "Evidence for a parathyroid 
hormone-2 receptor selective ligand in the 
hypothalamus" 
ENDOCRINOLOGY, 

vol. 138, no. 2, February 1997 (1997-02), 
pages 831-834, XP002124010 
cited in the application 
abstract 

BEHAR V. ET AL.: "Histidine at position 5 
is the specificity "switch" between two 
parathyroid hormone receptor subtypes" 
ENDOCRINOLOGY, 

vol. 137, no. 10, October 1996 (1996-10), 
pages 4217-4224, XP002124011 
cited in the application 
abstract 

WO 97 02834 A (BIOMEASURE INC ;D0NG ZHENG 
XIN (US)) 30 January 1997 (1997-01-30) 

W0 98 14478 A (CHOREV MICHAEL ;BETH ISRAEL 
HOSPITAL (US); ROSENBLATT MICHAEL (US)) 
9 April 1998 (1998-04-09) 

WO 92 11286 A (ALLELIX BI0PHARMA ;GLAX0 
CANADA (CA)) 9 July 1992 (1992-07-09) 

EP 0 477 885 A (TAKEDA CHEMICAL INDUSTRIES 
LTD) 1 April 1992 (1992-04-01) 





Form PCT/ISA/210 (continuation of second sheet) (Juty 1992) 
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motional Application Nn 

CT/US 99/09521 



Patent document 


Publication 




Patent family 




Publication 


cited in search report 


date 




member(s) 




date 


WO 9702834 A 


30-01-1997 


us 


5723577 


A 


03-03-1998 






AU 


707094 


B 


01-07-1999 






AU 


6483496 


A 


10-02-1997 






CA 


2226177 


A 


30-01-1997 






CN 


1199340 


A 


18-11-1998 






EP 


0847278 


A 


17-06-1998 






HU 


9901718 


A 


28-09-1999 






JP 


11509201 


T 


17-08-1999 






NZ 


312899 


A 


28-10-1999 






PL 


325905 


A 


17-08-1998 






ON 


*71 QQ 


A 

A 


no_ r»7_ 1 QQQ 
Uo U/ ls»0 






US 


5969095 


A 


19-10-1999 






us 


5955574 


A 


21-09-1999 


WO 9814478 A 


09-04-1998 


us 


5747456 


A 


05-05-1998 






AU 


4501697 


A 


24-04-1998 




no— 07— 1 ooo 


All 

AU 


Q 1 n07Q 1 

yiuj/y l 


A 

A 


o o n"7 i fin o 






CA 


2098283 


A 


22-06-1992 






PT 


99904 


A 


31-12-1992 


EP 0477885 A 


01-04-1992 


JP 


5032696 


A 


09-02-1993 






AT 


175972 


T 


15-02-1999 






CA 


2052375 


A 


29-03-1992 






DE 


69130790 


0 


04-03-1999 






DE 


69130790 


T 


22-07-1999 






US 


5393869 


A 


28-02-1993 



Form PCT/ISA/210 (patent famfly annex) (July t992) 



FOR THE PURPOSES OF INFORMATION ONLY 



Codes used to identify States party to the PCT on the front pages of pamphlets publishing international applications under the PCT. 



AL 


Albania 


ES 


Spain 


LS 


Lesotho 


SI 


Slovenia 


AM 


Armenia 


FI 


Finland 


LT 


Lithuania 


SK 


Slovakia 


AT 


Austria 


FR 


France 


LU 


Luxembourg 


SN 


Senegal 


AU 


Australia 


GA 


Gabon 


LV 


Latvia 


sz 


Swaziland 


AZ 


Azerbaijan 


GB 


United Kingdom 


MC 


Monaco 


TD 


Chad 


BA 


Bosnia and Herzegovina 


GE 


Georgia 


MD 


Republic of Moldova 


TG 


Togo 


BB 


Barbados 


GH 


Ghana 


MG 


Madagascar 


TJ 


Tajikistan 


BE 


Belgium 


GN 


Guinea 


MK 


The former Yugoslav 


TM 


Turkmenistan 


BF 


Burkina Faso 


GR 


Greece 




Republic of Macedonia 


TR 


Turkey 


BG 


Bulgaria 


HU 


Hungary 


ML 


Mali 


TT 


Trinidad and Tobago 


BJ 


Benin 


IE 


Ireland 


MN 


Mongolia 


UA 


Ukraine 


BR 


Brazil 


IL 


Israel 


MR 


Mauritania 


UG 


Uganda 


BY 


Belarus 


IS 


Iceland 


MW 


Malawi 


US 


United States of America 


CA 


Canada 


IT 


Italy 


MX 


Mexico 


uz 


Uzbekistan 


CF 


Central African Republic 


JP 


Japan 


NE 


Niger 


VN 


Viet Nam 


CG 


Congo 


KE 


Kenya 


NL 


Netherlands 


YU 


Yugoslavia 


CH 


Switzerland 


KG 


Kyrgyzstan 


NO 


Norway 


ZW 


Zimbabwe 


CI 


Cote d'lvoire 


KP 


Democratic People's 


NZ 


New Zealand 






CM 


Cameroon 




Republic of Korea 


PL 


Poland 






CN 


China 


KR 


Republic of Korea 


PT 


Portugal 






CU 


Cuba 


KZ 


Kazakstan 


RO 


Romania 






CZ 


Czech Republic 


LC 


Saint Lucia 


RU 


Russian Federation 






DE_ 


Germany 


U 


Liechtenstein 


SD 


Sudan 






DK 


Denmark 


LK 


Sri Lanka 


SE 


Sweden 






EE 


Estonia 


LR 


Liberia 


SG 


Singapore 
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PCT 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 
(PCT Article 36 and Rule 70) 



Applicants or agents file reference 
00537/1 69W01 


See Notification of Transmittal of International 
FOR FURTHER ACTION Preliminary Examination Report (Form PCT/1PEA/416) 


International application No. 
PCT/US99/09521 


International filing date (day/month/year) 
03/05/1999 


Priority date (day/month/year) 
05/05/1998 


Internationa! Patent Classification (IPC) or nal 
C07K14/00 


ional classification and IPC 


Applicant 

SOCIETE DE CONSEILS DE RECHERCHES ET ... et al. 



1 . This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 

2. This REPORT consists of a total of 5 sheets, including this cover sheet. 

□ This report is also accompanied by ANNEXES, i.e. sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of sheets. 



3. This report contains indications relating to the following items: 

I S Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, invefitive step or industrial applicability; 
citations and explanations suporting such statement 
Certain documents cited 
Certain defects in the international application 
Certain observations on the international application 



II 


□ 


III 

IV 


□ 


V 




VI 


□ 


VII 


□ 


VIII 





Date of submission of the demand 
02/12/1999 



Date of completion of this report 
12.05.2000 



Name and mailing address of the international 
preliminary examining authority: 

European Patent Office 
/nil D-80298 Munich 

- Jn Tel. +49 89 2399 - 0 Tx: 523656 epmu d 
Fax: +49 89 2399 - 4465 



Authorized officer 
van Heusden, M 

Telephone No. +49 89 2399 8145 




Form PCT/IPE A/409 (cover sheet) (January 1994) 



INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 



International application No. PCT/US99/09521 



I. Basis of the report 

1 . This report has been drawn on the basis of {substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Article 14 are referred to in this report as tt originalfy filed" and are not annexed to 
the report since they do not contain amendments.): 

Description, pages: 

1-31 as originally filed 

Claims, No.: 

1 -47 as originally filed 

2. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

3. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 

4. Additional observations, if necessary: 

III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non-obvious), 
or to be industrially applicable have not been examined in respect of: 

□ the entire international application. 

IS claims Nos. 1-10, 13-14, 16-17, 20-21, 23-24, 27-28, 30-32, 35-36, 38-40, 43-44, 46-47. 
because: 

□ the said international application, or the said claims Nos. relate to the following subject matter which does 
not require an international preliminary examination {specify: 



Form PCT/IPEA/409 (Boxes l-VHI. Sheet 1) (January 1994) 
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□ the description, claims or drawings (indicate particular elements be/ow) or said claims Nos. are so unclear 
that no meaningful opinion could be formed (specify): 



□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful opinion 
could be formed. 

H no international search report has been established for the said claims Nos. 1-10, 13-14, 16-17, 20-21, 
23-24, 27-28, 30-32, 35-36, 38-40, 43-44, 46-47. 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

1. Statement 

Novelty (N) Yes: 

No: 

Inventive step (IS) Yes: 

No: 

Industrial applicability (IA) Yes: 

No: 



2. Citations and explanations 
see separate sheet 



VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 



Claims 11, 12, 15, 18-19, 22, 25-26, 29, 33-34, 37, 41-42, 45 
Claims 

Claims 11, 12, 15, 18-19,22,25-26,29,33-34,37,41-42,45 
Claims 

Claims 11, 12, 15, 25-26, 29 

Claims 1 8-19, 22, 33-34, 37, 41-42, 45 (?) 



Form PCT/IPEA/409 (Boxes I- VIII. Sheet 2) (January 1994) 



INTERNATIONAL PRELIMINARY International application No. PCT/US99/09521 
EXAMINATION REPORT - SEPARATE SHEET 



Additional remarks to section V: 

1. Novelty and Inventive step (Article 33(2)(3) PCT) 

The hPTH and hPTHrP analogues provided in claims 11,12 and 15 are neither 
disclosed nor suggested in the cited prior art and thus are considered novel and 
inventive. 

2. Industrial applicability (Article 33(4) PCT) 

The subject matter of claims 1 1, 12, 15, 25, 26 and 29 is industrially applicable. 

The subject matter of claims 18, 19, 22, 33, 34, 37, 41, 42 and 45 includes 
methods of treatment of the human or animal body and is thus excluded from 
examination by Article 34(4)(a)(i) PCT in combination with Rule 67(iv) PCT. For 
the assessment of these claims on the question whether they are industrially 
applicable, no unified criteria exist in PCT. The patentability can also be 
dependent upon the formulation of the claims. The EPO, for example, does not 
recognize as industrially applicable the subject matter of claims to the use of a 
compound in medical treatment, but will allow, however, claims to a known 
compound for first use in medical treatment and the use of such a compound for 
the manufacture of a medicament for a new medical treatment. 
The applicant is already informed that in the case of a European application, these 
aforementioned claims are not allowable because 'methods of treatment of human 
or animal body by surgery or by therapy and diagnostic methods practised on the 
human or animal body shall not be regarded as inventions which are susceptible 
of industrial application'. 

Additional remarks to section VIII: 

The following objections are raised under Article 6 PCT concerning the clarity of the 
claims: 

1. Even though not specified in dependent claims 1 1, 12 or 15, it seems that the gist 
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INTERNATIONAL PRELIMINARY International application No. PCT/US99/09521 
EXAMINATION REPORT - SEPARATE SHEET 



of the present invention is to provide analogues of hPTH or hPTHrP that 
selectively bind the PTH2 receptor , i.e. that do not bind/activate the PTH/PTHrP 
receptor. However, the description does not provide any data on any binding 
activity of the claimed analogues, let alone on their selectivity for the PTH2 
receptor. Especially in view of the unpredictability of the effect of a small structural 
change on the biological function of a peptide, it is questionable whether the 
compounds of claims 11,12 and 15 do indeed bind to the PTH2 receptor. Thus 
the binding of the claimed compounds to the PTH2 receptor is not experimentally 
supported by the description. The selective binding of the compounds to the PTH2 
receptor is even less supported. 

Furthermore, the description does not provide any data showing or suggesting the 
usefulness of the compounds in medical applications, even less so their 
usefulness in the specific disorders listed in claims 41, 42 and 45. Thus also 
claims 18-19, 22, 25-26, 29, 33-34, 37, 41-42 and 45 are not experimentally 
supported. 
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1 • H Tne a PP' icant is hereby notified that the International Search Report has been established and is transmitted herewith. 
Filing of amendments and statement under Article 19: 

The applicant is entitled, if he so wishes, to amend the claims of the International Application (see Rule 46): 

When? The time limit for filing such amendments is normally 2 months from the date of transmittal of the 
International Search Report: however, for more details, see the notes on the accompanying sheet. 



Where? Directly to the 



International Bureau of WIPO 
34. chemin des Colombettes 
121 1 Geneva 20, Switzerland 
Fascimile No.: (41-22) 740.14.35 
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2. I I The applicant is hereby notified that no International Search Report will be estabtished=aiid that the d eclaration under 
' — ' Article I7(2)(a) to that effect is transmitted herewith. _ "\Ay7-7 



3. Q With regard to the protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that 

I | the protest together with the decision thereon has been transmitted to the International Bureau together with the 
1 — 1 applicant's request to forward the texts of both the protest and the decision thereon to the designated Offices. 

I | no decision has been made yet on the protest; the applicant will be notified as soon as a decision is made. 

4. Further action(s): The applicant is reminded of the following: 

Shortly after 18 months from the priority date, the international application will be published by the InternationaJ Bureau. 
If the applicant wishes to avoid or postpone publication, a notice of withdrawal of the international application, or of the 
priority claim, must reach the InternationaJ Bureau as provided in Rules 90£>/s.1 and 906/S.3. respectively, before the 
completion of the technical preparations for international publication. 

Within 19 months from the priority date, a demand for international preliminary examination must be filed if the applicant 
wishes to postpone the entry into the national phase until 30 months from the priority date (in some Offices even later). 

Within 20 months from the priority date, the applicant must perform the prescribed acts for entry into the national phase 
before all designated Offices which have not been elected in the demand or in a later election within 19 months from the 
priority date or could not be elected because they are not bound by Chapter II. 
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These Notes are intended to give the basic instructions concerning the filing of amendments under article 1 9. The ! 
Notes are based on the requirements of the Patent Cooperation Treaty, the Regulations and the Administrative Instructions 
under that Treaty. In case of discrepancy between these Notes and those requirements, the latter are applicable. For more 
detailed information, see also the PCT Applicant's Guide, a publication of W1PO. 

In these Notes, "Article", "Rule*, and "Section" refer to the provisions of the PCT, the PCT Regulations and the PCT 
Administrative Instructions respectively. t 

i 
i 
I 

I 

INSTRUCTIONS CONCERNING AMENDMENTS UNDER ARTICLE 19 | 

i 

The applicant has, after having received the international search report, one opportunity to amend the claims of the ! 
international application, ft should however be emphasized that, since all parts of the international application (claims, 
description and drawings) may be amended during the international preliminary examination procedure, there is usually 
no need to file amendments of the claims under Article 1 9 except where, e.g. the applicant wants the latter to be published 
for the purposes of provisional protection or has another reason for amending the claims before international pbulication. 
Furthermore, it should be emphasized that provisional protection is available in some States only. 



What pads of the International application may be amended? 

Under Article 1 9, only the claims may be amended. 

During the international phase, the claims may also be amended (or further amended) under Article 34 before 
the International Preliminary Examining Authority. The description and otawings may only be amended under 
Article 34 before the International Examining Authority. 

Upon entry into the national phase, ail parts of the international application may be amended under Article 28 
or, where applicable, Article 41 . 



When? Within 2 months from the date of transmittal of the international search report or 1 6 months from the priority 

date, whichever time limit expires later. It should be noted, however, that the amendments will be considered 
as having been received on time if they are received by the International Bureau after the expiration of the 
applicable time limit but before the completion of the technical preparations for international publication 
(Rule 46.1). 



Where not to file the amendments? 

The amendments may onhy be filed with the International Bureau and not with the receiving Office or the 
International Searching Authority (Rule 46.2). 

Where a demand for international preliminary examination has been/is filed, see below. 



Either by cancelling one or more entire claims, by adding one or more new claims or by amending the text of 
one or more of the claims as filed. 

A replacement sheet must be submitted for each sheet of the claims which, on account of an amendment or 
amencfoents, differs from the sheet originally filed. 

AH the claims appearing on a replacement sheet must be numbered in Arabic numerals. Where a daim is 
canoeiledt no renumbering of the other claims is required. In all cases where claims are renumbered, they must 
be renumbered consecutively (Administrative Instructions, Section 205(b)). 

The amendments must be made In the language In which the International application la to be published. 



What documents must/may accompany the amendments? 
Letter (Section 205(b)): 

The amendments must be submitted with a letter. 

The letter will not be published with the international application and the amended claims. It should not be 
confused with the 'Statement under Article 1 9(1)* (see below, under "Statement under Article 19(1)*). 

The letter must be In English or French, at the choice of the applicant However, If the language of the 
International application Is English, the letter must be In English; If th language of the international application 
Is French, the letter must be In French. 
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The letter must indicate the differences between the claims as filed and the claims as amended. It must, in 
particular, incicate, in connection with each claim appearing in the international application (it being understood 
that identical indications concerning several claims may be grouped), whether 

(i) the claim is unchanged; 

00 the claim is cancelled; 

(iii) the claim is new; 

(iv) the claim replaces one or more claims as filed; 

(v) the claim is the result of the division of a claim as filed. 



The following examples Illustrate the manner In which amendments must be explained In the 
accompanying letter: 

1 [Where originally there were 48 claims and after amendment of some claims there are 51]: 

"Claims 1 to 29, 31 , 32, 34, 35, 37 to 46 replaced by amended claims bearing the same number*; 
claims 30, 33 and 36 unchanged; new claims 49 to 51 added." 

2. (Where originally there were 1 5 claims and after amendment of ail olaims there are 11 ]: 
"Claims 1 to 1 5 replaced by amended claims 1 to 1 1 .* 

3. [Where originally there were 14 claims and the amendments consist in cancelling some claims and in adding 
new claims]: 

"Claims 1 to 6 and 14 unchanged; claims 7 to 1 3 cancelled; new daims 1 5, 16 and 17 added." or 
"Claims 7 to 1 3 cancelled; new claims 1 5, 1 6 and 1 7 added; all other claims unchanged." 

4. (Where various kinds of amendments are made): 

"Claims 1-10 unchanged; claims 1 1 to 1 3, 1 8 and 1 9 cancelled, claims 1 4, 1 5 and 1 6 replaced by amended 
claim 14; claim 17 subdivided into amended claims 15, 16 and 17; new claims 20 and 21 added." 



"Statement under article 19(1)" (Rule 46.4) 

The amendments may be accompanied by a statement explaining the amendments and indicating any impact 
that such amendments might have on the description and the o>awinge (which cannot be amended under 
Article 19(1)). 

The statement will be published with the international application and the amended claims. 
It must be In the language In which the International apppltcatlon Is to be published. 

It must be brief, not exceeding 500 words if in English or if translated into English. 

tt should not be confused with and does not replace the letter indicating the differences between the claims 
as Wed and as amended. It must be filed on a separate sheet and must be identified as such by a heading, 
preferably by using the words "Statement under Article 1 9(1 )." 

It may not contain any disparaging comments on the international search report or the relevance of citations 
contained in that report. Reference to citations, relevant to a given claim, contained in the international search 
report may be made only in connection with an amendment of that claim. 



Consequence If a demand tor International preliminary examination has already been filed 

If, at the time of filing any amendments under Article 1 9, a demand tor international preliminary examination 
has already been submitted, the applicant must preferably, at the same bme of filing the amendments with the 
International Bureau, also file a copy of such amendments with the International Preliminary Examining 
Authority (see Rule 62.2(a), first sentence) 



Consequence with regard to translation of the International application for entry Into the national phase 

The applicant's attention is drawn to the fact that, where upon entry into the national phase, a translation of the 
claims as amended under Article 19 may have to be furnished to the designated/elected Offices, instead of, or 
in addition to, the translation of the claims as filed. 

For further details on the requirements of each designated/elected Office, see Volume II of the PCT Applicant's 
Guide. 




Notes to Form PCT/ISA/220 (second sheet) (January 1994) 

BNSOOCID: <XSJSA220NO£NP4_L> 



